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Statement of Considerations

£1.855 WAIVER DOF THE SOVERNMENT'S U.S. AND FORECIGN PATENT RIAKTS IN
INVFNTIONS MADE 1N TME COURSE OF NR UNDER COOPERATIVE AGRREEMENTS
ENTERED INTO UNDER THE DEPARTMENT NF ENERGY'S WIGH TEMPERATURE
SUPER“ONDUCTIVITY PILOT CENTERS PROGRAM W(C)-88-00)

The Depariwant of Energy (DOt considers the National Lahoratories to he a
unfque and valuable national resource that should be made available ta the
extent feasible for use by others to accelerate commercistization of dneray
technology.

In 10R7 DPresident Reaqan issued Executive 0Order Nno. 12591 entitled
“Facilitatine Access to Science and Technology". The purpose of this
Executiye Nrder was to ensure that Federal anencies and laboratories sssist
universities and the private sector in broadening the technology base of tha
nation hy moving new knowledge from the research laboratory into the
development of new products and processas, More particularly, Federal
agencies were, to the extent permitted by law, to encourage and facilitate
tcollaboration amona Federal laboratories, state and local governments,
yniversities, and the private sector.

The Nepartment has undertaken varfous initfatives aimed at reducing
institutional barriers tn the transfer of technoloay from its National
Laboratories. One suck initiative 45 in the arez nf increased access by the
private sector to the MAD contractor facilities. Access by nonprofit
orqanizations, Smal) business T{mms, or others to such research and
development facilities is already available in situations where the private
party {i.e., sponsor) agrees 10 reimbyrse the fovernment or M&D contractor for
costs of performing the sponsor's work. Suth arrangements are {nvolved in the
DOE “Work for Others” (WFNY and "lise of Facilfties" Programs, and are not
considered "fundinn agreements” as defined in 2% (ISC 2n01,

In arder to facilitate wider use and access to these facilities NOL {ssved
class waivers dealing with subject inventions made by sponsors in these two
categories to any work performed at MAD facilities under the WFO Apreements or
User Agreements: this may include work relating tn high temperature
superconductina tochnoloey.

The High Temperature Superconductivity (HTSCY Pilpt Centers Proaram is an
additional and alternate mechanism which §s to ba made available under
cooperative agreements with small business, nonprofit, or large business
participants to avail themselves of the unfque RAD facilities and expertise of
selected MRD contractors, The Pilot fenters Program differs from and is
distinguishable from +he "Work for Others" or "Use of Facilities” Programs fin
several respects:

1. The Pilot Centers Prooram will be funded by DNE through cnoperative
aqreements with private participants and therefore such agreements may fall
within the term "funding” agreement as defined in P,L. 0RuRY7, as amended by
B, 08-A2H,
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¢. The Pilot Centers °roqram class waiver is directed ta a specific
technoloogy, i.%., High Temperoture Superconductivity, and 1s intended to
asllocate patent riahts in & manner which will accelerate commerciatization of

that technology.

X, The "{lot Centers Prongram class woiver takes into consideration not only
the technology ftransfer capacity of the participant but allows utilizatfon of
the alreany demonstreten technoloay transfer capacities nf the selected
Nepartment's MAN contractors, thus providing an oppartunity for the
participant as well as the MAD contractor to Advance commercializatinn of HTSE
technology. For exampla, where the particivant is not {nterested or {s not in
& vasition to commercialize all areas of utility of a aiven superconducting
fnvention, this class waiver has sufficient flexibility to permit the
technoloqy transfer resnurces of the MAD contractor to be utflized to promote
the full cormercial potentisl of a superconducting development.

The P{lot Centers selected for inciusion fn the HTSL P1lot fenters Proaram are
the Los Alamos National Laboratory 1n New Maxico nperated by the University of
Californiy under Contract W-7405-Tng-34, Arconne Natfonal Lahoratory n
IN1innis operated by the unriversity of Chicaan under Contract W-31-1N%-Eno-1R,
and the NOE-owned facilfities in Nak Ridae, Tennessee, operated by Martin
Merietta Eneray Systems, Tnc,, {Fnerqv Systems) under Contract
DF=ACNR-84NR?140NN,

The ®ilot Centers have been characterized by %ecretary of Energy Herringtoun as
2 kev element 1n the Superconductivity Inftiative announced by ®resident
Reagan in July 1987 to make the resources of the Federal onvernment avatlahle
to United States indystry in developinn commercial products from high
temperature superconducting materials.

Hich temperature sunerceanductivity materisls have potentiat use in such
epplications as electrical generation, storane, and transmission, computers,
disannstics, and transportation, However, the materials are ceramics which
are difficult tn fabricate ond reoufre extensive process and product
development bafore their commercial utility cen be realized, The purpnse of
the Pilot Centers Prooram {s to provide {fndustry, nonprofit, and academia
vorticipants access th the resources of the 2§10t fenters to accelerate
technical and commercial development of high temperatur= superconducting
technology.,

The participants in thegse coonerative agreements mey comprise smell business
firms, or nonprofit oresnizations, as cefined fn 35 YSh 201, and Yarge
business, 1.e., those business entities which do not meet this rdefinition.
Under the provisions of the Bayh«Nole Act, P.L, 95-517, as codified tn 35 US"
201 et seq., each nonprofit organization or small husimess may, with certzin
exceptions, elect to retain tftle to inventions concedved or first actually
reduced to practice by its employees {n the performance of work under a
contract, grant, or cooperaiive agreement entered into between any Federal
agency and any gontractor funded in whole or in part by the Federal
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foveroment, Thus, small bustiness entities end monprofit organfzations adready
have A statutory rinht to elect to fide on any of their inventiong made during
the course of any funding sareement which they enter fnto with a P{lot
fenter's MAD contractor,

AdaTtionally, the nonprofit MAD contractors may, with certatn exceptions,
elect to retain riaohts under the provisions of P.i, 9A=517, as amended, to
fnventions concedved ar first actually reduced to practice by their employees
in the performance of any funding agreement which they enter fnts with .a
participsnt under the HTSH Pilnt fenmters Sroqram.

It is the purpnse of this class walver to provide o weiver of patent rights
under the authnrity af Sectfon 152 of the Atnmic Energy Act of 1954, as
amended, (A7 USS ?182) and Sect{on Q of the Federal Nonanuclear Enerqy
Resparch and NDevelopment Act of 1974 (42 (S7 8an0) which §s consistent with
the objectives of Executive Order 12591, In one particular, the scope of this
class waiver §s directed to the class of identified {nventions which comprise:

&, Subject inventions made by employers of Energy Systems during the course
of or under any cooperastive agreement entered into by EZnergy Systems
under the MTSC Pilnt Centers ®rogram, and

R. Suhiect inventiong of larce business entitiss which cnit share Tess than
2N in cooperative sgreements entered intv with P{lot fenters' MAO
contracinrs under the HTSG cilat Centers Program. Histor{cally, cnst
sharing Jevels below 20% have not penerally been found by NNE to
represent sufficient corpurate interest and comnliment Yy Yarge husiness
contrattors in the commercialization process to Justify watver n® the
Anvarnment’s rights {n such {nventians,

In accordance with this class watver, Ceteqory (A) fnventi{nns are waived to
Energy Systems and fategory (B) inventions are waived to the M&h contractor
participating in a particular cooparative agreement under the HTSC Pilot
Lenters Prooram in order to take advantage of the technoloqy transfer
capability of the MAN contractor. Since the large business participant s
unwilling Tn cnst share 8 20% or ahove tevel fn Category B, the grant of 2
waiver to the Ysroe husiness particioant is not fustified. In order, howaver,
Lo obtain the benefit of the demonstratec technnlogy transfer capabdflity of
the MA) contractnr o7 the 110U rLenters anc to taciiftate tne incorporation oF
inventions of Tatenary B that are made under these cooperative agreements intn
the MAN contractor 1fcensina program in the superconductor field, the rinht to
elect tn file patent applicatfons on such fdentfffed {nventions fs placed with
the Pilot Center's MAD contractor,

Further, technnlogy transfer may he enhanced by +the MAD contractar heing ahle
to offer the waived inventions made ynder the KTSC P{1ot Centers Program with
other pf 1ts related {nventions in the High Temperature Superconductivity
rield, Thus, 1t is believed that the granting n® a waiver tn these {dentified
. Inventiony wl1Y piake Lhe buneflly uf Lhe suveryunduglliny Lm,lmuhugy widely

availshle to the pudifc 1n the shortest practicable time and promote the
commercial utilfzation of such inveniions,
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In another particular, the sgope of this class waiver {s directed to an
srvance waiver of {nventions of a Yimitad ¢Yass of sooperstive agreements
entered into under the HTSC ®{lot Centers Program with larce business entities
which cost share at least 20% (nnt {ncludine any weived fea),

With respngt tn the advancre ¢1ass wadver to the Yimited clases af canperastive
aqreements, this woiver catecory is an extension of existing NOK patent waiver
polfcy which recognizes that at least a 27% leve) of ¢nst sharing s an

indiratinn af cormitment hy the participant tn afvancs the technnlinny and
effect commarcist utilization therenf. Thus, ft 1s belfeved that the granting

of this Vimited class waiver will atso make the henefi{ts of the
superconducting technolony widely available to the public in the shortest
practicable time and promnte the commercial utilization af the waived
inventinns,

Tmplementatina of this class waiver to the identified {nventfons of fateqor{es
(&Y and (BY is tn be by a simple procedure which requires f1) the M&n
contractar rennrting af the {nvention within the times specified fn 1ts
contract with a request to retain rights: (2) gertification by the Man
contractor reqarding fts intent to commerciali{ze the invention itself or
through 1ts licanses{s) within three years from the time this wafver 4s
affective, subject to extension of the time perfod for commercialization, in
twn year fintervals, so lang as the MAD contractor demonstrates to the
satisfaction of DNE that 1t or 1t Yicenseels) 1s actively pursuing
commerciglization of tha inventinn: (3) certification by the MAN contractor
that the dnvention at the time of The request for watver has nat heen
develnpe¢ tn the pnint of commercialization: and (a) certification by the MRD
rontractor that it will bear the cost of prosecuting and maintaining any
patent applfcationfs) nr patent/s) on the wsived invention at its private
expense in accordance with {ts MAN contract or as ntherwise approved by the
Assistant Nenersl Ceunsel for Patents,

The Patrnt Counsel assisting the procuring activity must review end certi{fy as
t0 whether the conditiong of this class waiver have been met. For the class
0f 1dentifled 1nventions of Catenories {A) and (BRY this i1ncludes certification
that, after review of the invention and relevant fagts, the waiver is
epnlicahle tn the invention, For %he advance waiver for the Yimited class of
cooperative agreements it includes certification that the minimum requirement
of 20% cost <haring (not including any wafved fee) 15 met,

Recause of the nature of the work to be performed under the cooperatfve
agreements under the experimental MTSS °ilot “enters Program, the scope of the
c1ass watver dnes not include fnventions which: (1) fall within NOS's weapnn
oroaram, naval muclear propulsion program, uranium enrichment ({ngluding
isotope separat{en) proaram, storage and disposal of civilian hian devel
nuclear wasig nr spent nuclear fuels: /2) relate to suhject metter that is
crassified or sensitiva under Section 14R of the Atomic Energy Act of 1954, as
amended; an¢ 3 come within the ambit of {nternatianal agreements or treaties
in existence at the time nf execution of the cooperative agreements for
inventions wiived to the participants or fdentiffed in the ™A contracts far
fnventions waived to the MED contractors 1n the area of superconducting
tachnnlnqy.
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1t is helteved that this HTSC waiver not only resoonds to the President's
initiative to promote commercial development of superconductivity research,
nut 1s consistent with the objectives and cnnsideratinns of DOE statutory
watver policy. This waiver promotes wider {interaction between private
participants for coesponsuared research ond developmant utilizing the enmbined
technology of participants end Pilot fenters. An ecually important feature of
this waiver §s that 1t permits util{zation of the demonstrated technoloay
transfer capabilities of the MAD contractors psrticipatina in the ®{lo¢

. Centers broaram in a tandem relationship with the participant to promnte
commercialization of sponsured HTSC technology especially in ceses where
interest in commercialization of the participant is narrow but the developed
technology has broad amplitstion and the participant is either unwilling or
urable to promote the droader applications.

It 1s recognized that the Pilot Cenlers Program is &n experimental proaram
wWnich has 8% 11s qoAl to commerciatize the mi>i tTechnvloay and ey suvh Lhe MAY
contractor's performence will be clousely evalualed fur fulure pruviens Eh&cgin
and/or class waivers of this nature, Since the MaN Contrectors through this
class walver to igentifigd inventions will, in many cases, have
ComMRrciatizatinn rignts $n not only tts own faventisne but atsa {nvent{ons of
the Participant {for ¢ost shared agreements of less than 70% cost share} and
will be entitied to neqotiate with the Participant for such commercial rights
in the HTST technologyv, the Nepartment has established criteria for evalusting
the M&D contractor as tn 1ts selecting the commercfalfzation route which will
hest ensure the early cormerciatization of the HTSC technoloay. Accordingly,
this evaluation of the M&D contractor's ticensing acrivities serves os
additionsl Justification-for the grant of the waiver of the scope set forth
harein.

The grant of this waiver allows the ®ilot Centers to {dentify and implement
effective anvernment/industry research cooperation &s 8 model for establishing
a permanent program, Grant of waiver rights Lo Lthe Lhree MAQ cuntractors
operating the P{lopt CTenters end Lo the participants will provide these
¢ontractors with an opportunity to demonstrate the technical and technology
transfer resources in conducting cooperative aareements with participants to
develop the HTSC techanlogy for commercial application, thereby improving
Unitec Siates competitiveness in the superconducting field.

The qrant of this ¢lass waiver tn the experimental ®{1o%t Centers and
participants should not result in adverse effects on competition or market
concentration. The HTSC is an emerqing technology in which quite a number of
United States corporations es well as foreiqn companies have ective
devalopment programs, Wafved tnventions will be subject tv a royalty-Tree
1icense %0 the Government and NAF has the right to raguire periodic revorts on
the utilfzation or the efforts at obtaining utilizatinng that are being made
for the waived fnventions, If an MAD contractor or participant is not making
reasnnadble sfforts to utilize a wsived invention, NOE can exercise fts
march-in rights and reguire ticensing of the invention.
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accordinaly, fn view nf the MNE nbjectives for the HTSC Pilot fenters Proaram
and in consicderation of NAE's statutory waliver po\(cyf'?TW of which have been
considered, 1t §s recommenrded that this class waiver as set forth above will
best serve the {nterests nf the tnfted States and the aenarsl pubifc. [t s
therefore recommended tha% the waiver he aranted.

r———————

FVing BArrack
ccfstant Datent Counsel for
Gontracts, Licenses & Litioation

Rased on the foreaning Statement of fonsiderations, 1% {s detarmined that the
interest 0f the United States and the general publdc will bes® be served by
waiver of Unitad States and forefan patent rights and, therefore, the watvar
i¢ granted. fnis waiver shall not affect any walver previously granted,

CONCURRENCE ADPROVAL

Y-

Assistant feneral founse)
for Patents





